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REMARKS 

In the Office Action, the Examiner rejected claims 1-52 under 35 U.S.C. § 102(e) 
as anticipated by U.S. Patent Publication No. 2005/00149487 to Celik et al. ("Ce///(") \ 
Applicants respectfully traverse the rejection for the following reasons. 

As a preliminary matter, Applicants respectfully request the Examiner's 
assistance in correcting the filing receipt for this application. The first page of 
Applicants' specification claims priority as a continuation-in-part to several U.S. Patent 
Applications. The first page of the specification also claims priority to a number of U.S. 
provisional applications. However, the filing receipt mailed February 24, 2004, does not 
indicate all of the applications to which the present application claims priority. 
Specifically, the filing receipt does not list U.S. Application Nos. 10/083,792, 
10/083,884, and 10/083,822. 

Applicants submitted a Request for Corrected Filing Receipt on May 4, 2005 
(copy attached). The PTO mailed a Response to Request for Corrected Filing Receipt 
on May 9, 2005 (copy attached) indicating that U.S. Application Nos. 10/083,792, 
10/083,884, and 10/083,822 could not be added to the filing receipt because Applicants 
had not submitted an Application Data Sheet or an amendment to the first page of the 
specification. However, as discussed, the first page of the specification as originally 
filed claims priority to these applications. Applicants submitted a Second Request for 



The Office Action contains a number of statements reflecting characterizations of the related art and the 
claims. Regardless of whether any such statement is identified herein, Applicants decline to 
automatically subscribe to any statement or characterization in the Office Action. 
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Corrected Filing Receipt on May 26, 2005 (copy attached), but have yet to receive a 
corrected filing receipt that lists all of the priority applications outlined on page 1 of the 
specification. 

Applicants submit that the aforementioned submissions are sufficient to establish 
that an updated filing receipt should be mailed reflecting the missing priority 
applications. Further, Applicants submit herewith a Supplemental Application Data 
sheet under 37 C.F.R. § 1.46, citing the aforementioned priority applications. Applicants 
respectfully request the PTO to consider the attached documents and mail a corrected 
filing receipt. 

I The Examiner Has Not Established That Celik is Prior Art Against the 
Claims of This Application 

Celik has a filing date of February 1 1 , 2005, which is later than Applicants' filing 
date of November 24, 2003. Celik is a continuation-in-part (CIP) of Application No. 
10/879,331, filed on June 29, 2004 ("the '331 Application"). The '331 is a CIP of 
Application No. 10/657,757, filed on Sep. 8, 2003, which is a continuation of Application 
No. 09/223,129, filed on Dec. 30, 1998 (now U.S. Patent No. 6,374,259, "the '259 
patent."). Because Celik and the '331 Application are both CIP applications, there is 
necessarily new matter present in Ce//7cthat does not qualify for the priority date of U.S. 
the '259 patent. 

According to 37 C.F.R. § 1.104(c), the "pertinence of each reference, if not 
apparent, must be clearly explained and each rejected claim specified." It is not 
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apparent what subject matter disclosed in Celik qualifies for the priority date of the '259 
patent. Accordingly, the Examiner has the initial burden to show the pertinence of this 
reference in rejecting claims 1-52, which includes identifying the subject matter relied 
upon by the Examiner in the rejections that is not new matter. The Examiner has not 
met this burden. 

With respect to the '259 patent, Applicants note that paragraphs 1-70 of Celik 
generally correspond to the disclosure in the '259 patent. However, the Examiner relies 
on portions of Celik that are not present in the '259 patent, which therefore do not 
qualify for the priority date of the '259 patent. For example, the Examiner cites to 
paragraphs 80 and 85 of Celik (Office Action at pp. 2-3), but the '259 patent contains no 
disclosure corresponding to these paragraphs. Therefore, the relied-upon portions of 
Celik are not prior art against the claims of this application, and Applicants respectfully 
request the Examiner to withdraw the rejection. 

iL T he Examiner Has Not Addressed All the Recitations of the Claims 

Applicants respectfully refer the Examiner to M.P.E.P. § 706.02(j), which states 
that the examiner should set forth "the relevant teachings of the prior art relied upon, 
preferably with reference to the relevant column or page number(s) and line number(s)" 
(emphasis added). Moreover, 37 C.F.R. § 1.104(c)(2) states, "when a reference is 
complex or shows or describes other inventions other than that claimed by applicant, 
the particular part relied on must be designated as nearly as practicable. The 
pertinence of each reference, if not apparent, must be clearly explained and each 
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rejected claim specified." (emphasis added). The Examiner has not met the burden of 
identifying of the reference relied upon as nearly as practicable "for each rejected 
claim." 

The Examiner fails to distinguish between independent claims 1, 9, 18, 25, 29, 
33, and 34. The Examiner merely addresses the recitations of independent claim 1, 
and rejects independent claims 9, 18, 25, 29, 33, and 34 for the same reasons as claim 
1 (Office Action at p. 2). However, claims 9, 18, 25, 29, 33, and 34 each recite subject 
matter not recited in independent claim 1 , and not addressed in the Office Action. For 
example, claim 9 recites a method for contact management comprising "providing 
access to a contact source, the contact source including at least one listing representing 
a communication between the user and a second party." The Examiner has not 
identified any teaching or suggestion in Celik that corresponds to the claimed "listing 
representing a communication between the user and a second party." As another 
example, claim 18 recites a method for contact management comprising "receiving a 
request to add a contact to the address book, wherein the contact is a party with which 
the user communicated prior to making the request." The Examiner has not identified 
any teaching or suggestion in Celik that corresponds to the claimed "request to add a 
contact to the address book." Moreover, the Examiner has not identified any teaching 
or suggestion in Celik that corresponds to the claimed "party with which the user 
communicated prior to making the request." 

The Examiner has also failed to address the recitations of the dependent claims. 
For example, dependent claim 44 recites "[t]he method of claim 34, wherein detecting a 
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change in the obtained contact-related information comprises ... comparing said 
information ... with the obtained contact-related information." The Examiner rejects 
claim 44 for the same reasons as independent claim 1 (Office Action at p. 2), without 
addressing the recitations of claim 44. 

Dependent claim 45 recites "[t]he method of claim 44, wherein searching a 
plurality of network-based resources comprises periodically searching said resources." 
The Examiner rejects claim 45 for the same reasons as independent claim 1 (Office 
Action at p. 2), without addressing the recitations of claim 45. 

The Examiner's failure to address all the recitations of the claims is improper, 
and, should the Examiner maintain the rejection, Applicants respectfully request that the 
Examiner identify the relevant teachings of the references as they pertain to the claimed 
invention, as required by the M.P.E.P. and by 37 C.F.R. § 1.104(c)(2). 

III. Celik Does Not Teach or Suggest All the Elements of the Claims 

To properly anticipate Applicant's claimed invention under 35 U.S.C. § 102(e), 
each and every element of the claim in issue must be found, either expressly described 
or under principles of inherency, in a single prior art reference. Further, "[t]he identical 
invention must be shown in as complete detail as is contained in the... claim." See 
M.P.E.P. § 2131 (8th Ed., Aug. 2001), quoting Richardson v. Suzuki Motor Co., 868 
F.2d 1126, 1236, 9 U.S.P.Q.2d 1913, 1920 (Fed. Cir. 1989). Finally, "[t]he elements 
must be arranged as required by the claim." M.P.E.P. § 2131 (8th Ed. 2001), p. 
2100-69. Applicant traverses the rejection of claims 1-52 under 35 U.S.C. § 102(e) for 
the following reasons. 
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As discussed, Celik contains new matter which cannot be used against the 
claims of this application. Applicants therefore provide remarks distinguishing the '259 
patent. 

A. Claims 1-8 

Claim 1 recites, for example, a method comprising "providing a notification, via a 
user terminal, of an incoming call initiated by a calling party and directed to a 
communication device." The '259 patent fails to teach or suggest at least the claimed 
notification. 

The '259 patent discloses methods and apparatus for storing and retrieving 
business contact information in a computer system ('259 patent, abstract). The '259 
patent also discloses retrieving contact information corresponding to an identification 
number contained in a request from a user ('259 patent, col. 5, lines 1-8). However, the 
'259 patent does not disclose retrieving contact information by providing a notification of 
an incoming call. Therefore, the '259 patent fails to teach or suggest the claimed 
"providing a notification, via a user terminal, of an incoming call initiated by a calling 
party and directed to a communication device," as recited by independent claim 1. 

Because the '259 patent does not teach or suggest the claimed "providing a 
notification, via a user terminal, of an incoming call initiated by a calling party and 
directed to a communication device," the '259 patent cannot anticipate or render 
obvious claim 1. Claims 2-8 depend from claim 1, and are allowable at least due to their 
dependence from allowable base claims. 
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B. Claims 9-17, 25-28, and 29-33 

Claim 9 recites, for example, a method comprising "providing access to a contact 
source, the contact source including at least one listing representing a communication 
between the user and a second party." The '259 patent fails to teach or suggest at least 
the claimed listing. 

As discussed, the '259 patent discloses methods and apparatus for storing and 
retrieving business contact information in a computer system ('259 patent, abstract), 
and retrieving contact information corresponding to an identification number contained 
in a request from a user ('259 patent, col. 5, lines 1-8). However, the '259 patent does 
not disclose retrieving contact information by accessing a listing representing a 
communication between a user and a second party. Therefore, the '259 patent fails to 
teach or suggest the claimed "providing access to a contact source, the contact source 
including at least one listing representing a communication between the user and a 
second party," as recited by independent claim 9. 

Because the '259 patent does not teach or suggest the claimed "providing 
access to a contact source, the contact source including at least one listing representing 
a communication between the user and a second party," the '259 patent cannot 
anticipate or render obvious claim 9. Independent claims 25, 29, and 33, although of 
different scope than claim 1 and from each other, recite subject matter similar to that 
discussed above with respect to claim 9, and not taught or suggested by the '259 
patent. Claims 10-17 depend from claim 9, claims 26-28 depend from claim 25, and 
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claims 30-32 depend from claim 29, are allowable at least due to their dependence 
from allowable base claims. 
C. Claims 18-24 

Claim 18 recites, for example, a method comprising "obtaining contact-related 
information associated with the contact using information included in the 
communications log." The '259 patent fails to teach or suggest at least the claimed 
communications log. 

As discussed, the '259 patent discloses methods and apparatus for storing and 
retrieving business contact information in a computer system ('259 patent, abstract), 
and retrieving contact information corresponding to an identification number contained 
in a request from a user ( l 259 patent, col. 5, lines 1-8). However, the '259 patent does 
not disclose a communications log used to obtain contact-related information. 
Therefore, the '259 patent fails to teach or suggest the claimed "obtaining contact- 
related information associated with the contact using information included in the 
communications log," as recited by independent claim 18. 

Because the '259 patent does not teach or suggest the claimed "obtaining 
contact-related information associated with the contact using information included in the 
communications log," the '259 patent cannot anticipate or render obvious claim 18. 
Claims 19-24 depend from claim 18, and are allowable at least due to their dependence 
from allowable base claims. 



-19- 



Customer No. 25,537 
Attorney Docket No. 03-1023 

D. Claims 34-52 

Claim 34 recites, for example, a method comprising "detecting a change in the 
obtained contact-related information associated with the party by searching a plurality of 
network-based resources for information " (emphasis added). The '259 patent fails to 
teach or suggest at least this subject matter of claim 34. 

As discussed, the '259 patent discloses methods and apparatus for storing and 
retrieving business contact information in a computer system ('259 patent, abstract), 
and retrieving contact information corresponding to an identification number contained 
in a request from a user ('259 patent, col. 5, lines 1-8). The '259 also discloses 
synchronizing contact information for a first user in a personal information manager 
(PIM) for a second user ('259 patent, col. 10, lines 1 1-22). However, the '259 patent 
does not disclose detecting a change in contact information by searching a plurality of 
network-based resources when synchronizing the PIM. Therefore, the '259 patent fails 
to teach or suggest the claimed "detecting a change in the obtained contact-related 
information associated with the party by searching a plurality of network-based 
resources for information," as recited by independent claim 34. 

Because the '259 patent does not teach or suggest the claimed "detecting a 
change in the obtained contact-related information associated with the party by 
searching a plurality of network-based resources for information," the '259 patent cannot 
anticipate or render obvious claim 34. Claims 35-52 depend from claim 34, are 
allowable at least due to their dependence from allowable base claims. 
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IV. Conclusion 

In view of the foregoing amendments and remarks, Applicants respectfully 
request reconsideration and reexamination of this application and the timely allowance 
of the pending claims. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our deposit account 06-0916. 



Attachments: 

Request for Corrected Filing Receipt filed May 4, 2005 
Response to Request for Corrected Filing Receipt Mailed May 9, 2005 
Second Request for Corrected Filing Receipt filed May 26, 2005 
Supplemental Application Data Sheet 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 



Dated: September 26, 2007 





Jeffrey A. Berkowitz 
Reg. No. 36,743 
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RESPONSE TO REQUEST FOR CORRECTED FILING RECEIPT 

Domestic Continuity and Foreign Priority 



In response to your request for a corrected Filing Receipt, the Office is unable to comply with the request 
because: 

n The priority or continuity claim has not been entered because it was not filed during the required time 
period. Applicant may wish to consider filing a petition to accept an unintentionally delayed claim for 
priority. See 37 CFR 1 .55 or 1 .78. 

V| Continuity claimed under 35 U.S.C. § 120 cannot be added to the Filing Receipt without the applicant 
" supplying the relationship (continuation, divisional, or continuation-in-part) in an Application Data 
Sheet or amendment to the first page of the specification. 

□ A claim for priority cannot be made based on an application filed after the application making the 
claim. 



n Domestic benefit and foreign priority claims will not be captured in a provisional application. A 

provisional application is not entitled to a right of priority or to the benefit of an earlier filing date of any 
other application. See 35 U.S.C. § 1 1 1 (b)(7) and 37 CFR 1 .53(c)(4). 

□ A domestic continuity claim cannot be made to a foreign application and the filing receipt will only list 
the foreign country, application number, and filing date. 

□ Foreign priority will appear on the Filing Receipt in the following order: Country, Application number, 
Filing date. 

□ This application is the result of a conversion from a provisional application. Priority based on such 
application cannot be made since it no longer exists as a provisional application. 





Page 2 of 2 



The application(s) to which priority is claimed were filed over a year prior to the filing date of this 
application. Therefore, the referenced application(s) cannot be claimed as domestic or foreign priority. 

To change the benefit claim of a U.S. prior-filed application, applicant must amend the first sentence 
of the specification (if the benefit claim is referenced in the specification), or provide a supplemental 
application data sheet (ADS) (if the benefit claim was submitted in an ADS), with the desired benefit 
claim. Note that once a benefit claim is deleted, applicant will not be able to claim such prior-filed 
application again, if the above-identified application was filed on or after November 29, 2000. 

To change a foreign priority claim, applicant must submit a supplemental oath or declaration (if the 
priority claim is referenced in the oath or declaration), or a supplemental application data sheet (ADS) 
(if the priority claim was submitted in an ADS), with the desired priority claim. If a supplemental ADS is 
submitted, any deletions should be shown with strikeouts. Note that once a priority claim is deleted, 
applicant will not be able to claim such foreign application again, if the above-identified application 
was filed on or after November 29, 2000. 




Office of Initial Patent Examination (703) 308-1202 



PART 1 - ATTORNEY/APPLICANT COPY 



600 Hidden Ridge Drive 
living, Texas 75038 
MailCode HQE03H14 
Phone: 972/7184800 
Fax: 972/7183946 
E mail: 

-christian.andersen@verizon.com 




vetizgn 



Intellectual Property Law Group 



Verizon Corporate Services Group Inc 



To: 



U.S. Patent and Trademark Office - From: Christian R. Andersen 

Sr. Paralegal - Intellectual Property 

Group Art Unit: 2665 
Confirmation No.: 2133 



Fax: 



703-872-9306 



Pages 
with 7 
Cover 



FORMAL SUBMISSION OF: 
D 



Second Request for Corrected 
Filing Receipt. 



Title: 

Serial No. 

Filing Date: 

First Named Inventor: 

Atty. No. 



Methods and Systems for Contact Management 

10/720,784 
November 24, 2003 
Mahesh RAJAGOPALAN 
03-1023 



CERTIFICATE OF FACSIMILE TRANSMISSION 

I hereby certify that the above-referenced documents are facsimile transmitted to the Patent and Trademark 
Office on the date showp£elow^ 



Christian R. Andersen 
Date of Transmission: May 26, 2005 
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PATENT 
Customer No. 32,127 
Attorney Docket No. 03-1023 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 
Mahesh RAJAGOPALAN et al. 
Application No.: 10/720,784 
Filed: November 24, 2003 



Group Art Unit: 2641 
Examiner: Unknown 



Confirmation No.: 4941 

For: METHODS AND SYSTEMS FOR 
CONTACT MANAGEMENT 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

SECOND REQUEST FOR CORRECTED FILING RECEIPT 

We are forwarding herewith a copy of the Filing Receipt for the above-identified 
patent application. Priority Application Nos. 10/083,792, 10/083,884, and 10/083,822, 
all filed on February 27, 2002, are not listed on .the Filing Receipt, and are shown in ink 
on the attached copy. 

The Response to Request for Corrected Filing Receipt mailed May 9, 2005 
incorrectly indicates that these continuity claims cannot be added without an Application 
Data Sheet or amendment to the first page of the specification. Applicants respectfully 
submit that neither of these submissions are required because the first page of the 
specification currently claims priority to Application Nos. 10/083,792, 10/083,884, and 
10/083,822: "This application is a continuation-in-part of . . . U.S. Patent Application No. 
10/083,792 . . . U.S. Patent Application No. 10/083,884 ... and U.S. Patent Application 

No. 1 0/083,822 "A copy of the first page of the specification is attached to this 

request. 
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It is respectfully requested that a corrected Filing Receipt be issued as soon as 
possible. 

Respectfully submitted, 



Dated: May 26, 2005 
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Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an 
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450 
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If 
you received a "Notice to File Missing Parts" for this application, please submit any corrections to this 
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the 
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate). 



Applicant(s) 



Mahesh Rajagopalan, Irving, TX; 
Ruchir Rodrigues, Irving, TX; 
Shadman Zafar, Coppell, TX; 
Shamik Basu, Irving, TX; 
Aravind Perumandla, Irving, TX; 
Anil Solleti, Irving, TX; 



Power of Attorney: 

Joel Wall-25648 
Leonard Suchyta-25707 
Adam Bernstein-36746 

Domestic Priority data as claimed by applicant 

. ^ This application is a CIP of 10/083,793 02/27/2002 
j| q{ whic*A ? whioh claimc benefit of 60/272,122 02/27/2001 
c 1 Kl ** J and clairrvf benefit of 60/272,1 67 02/27/2001 
and claim?/ benefit of 60/275,667 03/1 3/2001 
and claim^benefit of 60/275,719 03/13/2001 ABN 
and ciaim^ benefit of 60/275,020 03/1 3/2001 
and claim^ benefit of 60/275,031 03/13/2001 
and claim^ benefit of 60/276,505 03/1 9/2001 
This application 10/720,784 
claims benefit of 60/428,704 1 1/25/2002 
and claims benefit of 60/436,018 12/26/2002 

Jo /oV3/SM *2 /*?/*•• * 
lo j ofrl, t2Z ' oz/27/zooz. 



n\ (l©lill Wjg 



MAY 12 2005 
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Foreign Applications 

If Required, Foreign Filing License Granted: 02/23/2004 

The country code and number of your priority application, to be used for filing abroad under the Paris 
Convention, is US1 0/720,784 

Projected Publication Date: 07/21/2005 
Non-Publication Request: No 
Early Publication Request: No 



Title 

Methods and systems for contact management 

Preliminary Class 
379 



LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5,11 & 5.15 

GRANTED 

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where 
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted 
under 37 CFR .5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof 
unless it is revoked. This license is automatically transferred to any related applications^) filed under 37 CFR 
1 .53(d). This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,. 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of 
Export Administration, Department of Commerce (15 CFR 370.10 Q)); the Office of Foreign Assets Control, 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

MOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months 
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has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy 
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). 
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